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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 
Specification 

1 . The specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting 
any errors of which applicant may become aware in the specification. 

Claim Objections 

2. Claims 1 and 10 are objected to because of the following informalities: Claims 1 
and 10 should be amended to read - a friction modifier selected from a glycerol ester or 
a borated glycerol ester-. 

Appropriate correction is required. 

Claim Rejections -35USC§112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1, 10, 17 and their dependents are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

The formula for the hydrocarbyl phosphite is incorrect. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-3, 6, 8,10,11 and 17-20 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Ichihashi (US 5,792,731) in view of Nibert (US 5,750,476). 

Ichihashi teaches a lubricant composition for transmissions comprising a 

phosphorus-based extreme pressure agent and an alkaline earth metal-based detergent 

(see abstract). 

The phosphorus-based compound may be a phosphite of the formula (RO) 3 P 
wherein R is a C 3 -C 3 o alkyl or C 6 -C 3 o aryl (see col. 3, line 55 through col. 4, lines 1-20). 
The phosphite is present in the composition in an amount from 0.05-5 wt.% (see col. 4, 
lines 64-67). 

The alkaline earth metal-based detergent may be a carboxylic acid acylating 
agent such as, a sulfonate or salicylate (see col. 5, lines 4-1 1 ). The TBN of the 
detergent is in the range of 80-350 mg KOH/g. The detergent is present in the 
composition in an amount from 0.05 - 8 wt% (see col. 5, lines 4-25). The composition of 
Ichihashi meets the limitations of the claims regarding the ratio of equivalents because 
the equivalents of the overbased material is for 160-701 and the equivalents of the 
phosphite is such that the ratio of overbased material to phosphite is at least one. 

Applicant's intended use is given no patentable weight because intended use is 
given no patentable when the claims are directed to the composition per se. 
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Ichihashi teaches the limitations of the claims other than that a friction modifier is 
present in the composition and that the friction modifier is a glycerol ester or a borated 
glycerol ester. However, Nibert teaches this difference. 

Nibert teaches a lubricant for transmission fluids comprising oil-soluble 
phosphorus containing compounds, overbased metallic salts and polyol esters such as 
glycerol mono-oleate (see abstract; col. 7, lines 35-65; col. 8, lines 40-45; col. 9, lines 
22-28). The polyol ester friction modifiers may be used in an amount from 0.01 to 10 
wt% of the finished lubricant (see col. 9, lines 29-33). 

It would have been obvious to one of ordinary skill in the art to include a glycerol 
ester friction modifier because Ichihashi teaches that his transmission composition, 
containing compounds similar to those set forth in Nibert, is capable of transmitting a 
large amount of torque (see col. 1 , lines 37-52) and Nibert teaches transmission fluids 
such as those used in Ichihashi must have a very good friction versus velocity 
relationship, therefore, the addition of friction modifiers such as glycerol esters imparts 
this desired property. 

7. Applicant's arguments filed April 7, 2004 have been fully considered but they are 
not persuasive. 

Applicant argues that Ichihashi does not anticipate the claimed friction modifiers. 

The Ichihashi reference has been combined with a secondary reference, Nibert, 
to teach this limitation. Nibert teaches the desirability of adding a friction modifier. 

The 103 rejection over Hollinghurst in view of Ohtani is hot presented in this 
Office action. Therefore, air arguments directed to that rejection are moot. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cephia D. Toomer whose telephone number is 571-272- 
1 126. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 1 19. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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